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Will the UPC get its “long arm” slapped by the WTO?
Miquel Montañá (Clifford Chance) · Thursday, January 30th, 2025

Last Tuesday, the big news in the patent world was of course that the UPC’s Court of First
Instance (CFI), Düsseldorf Division, in case 355/2023, found that if the defendant is domiciled in a
Contracting Member State (in the case at hand, Germany), the UPC has jurisdiction to hear the
infringement action in respect of the UK part of the patent in suit. The CFI added that this also
applies if the defendant has filed a counterclaim for revocation in respect of the German part of the
patent in suit. This is the first case where the UPC has asserted its so-called “long-arm”
jurisdiction.

By coincidence, this news arrives less than one week after the EU filed a “Request for
Consultations” vis-à-vis China, based on very good reasons, before the World Trade Organization
(WTO), alleging that China’s law and practice, whereby Chinese courts may set royalty rates even
for non-Chinese standard essential patents (SEPs) without the consent of both parties, is contrary to
several provisions of the Paris Union Convention and the TRIPS Agreement. For readers who are
not WTO aficionados, at the WTO, a “Request for Consultations” is the preamble that, if it does
not result in an agreement, triggers a formal complaint. A more detailed explanation on how the
WTO dispute settlement procedure unfolds was provided by the author in the seminal work “A
GATT With Teeth. Law wins over politics in the resolution of international trade disputes”,
Columbia Journal of Transnational Law, 1993 (Vol. 31:1). In a way, this “Request for
Consultations” is a follow-up of a previous “Request for Consultations” made by the EU on 22
February 2022 against China in relation to China’s “anti-suit” injunctions, which ended up in a
full-fledged dispute at the WTO. In this other case, the panel that is preparing the decision
announced on 13 December 2024 to the Chairperson of the WTO’s Dispute Settlement Body
(DSB) that it expects to issue a decision (called “report” in WTO’s diplomatic jargon) by the end
of the first quarter of 2025.

Going back to the new case, an interesting question raised by the recent decision from the UPC’s
CFI (Düsseldorf Local Division) is what China’s reaction will be if, in futures cases, the UPC
seeks to extend its long-arm jurisdiction to apply to Chinese defendants. Will China also file a
complaint before the WTO? If so, against whom?

Against the UPC? Interestingly, the UPC sits on the platform of an international organization
created by the UPC Agreement but which, as an international organization, is not a party to the
TRIPS Agreement. According to art. 24.1 d) of the UPC Agreement, the UPC is of course obliged
to apply the TRIPS Agreement. However, this does not mean that the UPC is a party to the TRIPS
Agreement. Only WTO members are.
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Against the EU? Although the EU is of course a member of WTO, thanks to the UK’s former
Prime Minister David Cameron, who helped removing substantive patent law from the text of draft
Regulation 1257/2012, the EU is a stone guest at the UPC.

Against the UPC parties? That might be a sensible course of action, although the UPC has of
course its own legal personality, which is different from the international personality of the
countries which are parties to the UPC Agreement.

Clearly, the combination of the first UPC decision making use of its “long arm” jurisdiction with
the “Requests for Consultations” filed by the EU against China last week, makes 2025 a very
interesting year to watch for the patent community. Only time will tell whether the arrival of an
unexpected actor (the WTO) on the world stage of patent disputes will end up, in the long term,
with the UPC getting its “long arm” slapped by the WTO.

________________________

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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