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Breaking news: Referral on claim interpretation at the EPO
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Following months of speculation, EPO Board of Appeal 3.2.01 yesterday issued decision T 439/22
referring questions to the Enlarged Board of Appeal on the extent to which the description and
drawings should be used in claim interpretation.

The claim feature at issue was. “in which the aerosol-forming substrate comprises a gathered
sheet”. The key question in this opposition case is whether the claim feature “gathered” should be
interpreted narrowly as a complex 3D structure in line with the left hand side illustration below,
based on the clear common general knowledge. The opponent contests this and argues that a
broader express definition given in the patent should be adopted which covers a sheet formed into a
cylinder in line with the right hand side illustration from the prior art below.
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The following questions were referred:

1. Is Article 69 (1), second sentence EPC and Article 1 of the Protocol on the Interpretation of
Article 69 EPC to be applied to the interpretation of patent claims when assessing the
patentability of an invention under Articles 52 to 57 EPC? [ see points 3.2, 4.2 and 6.1]

2. May the description and figures be consulted when interpreting the claims to assess patentability
and, if so, may this be done generally or only if the person skilled in the art finds a claim to be
unclear or ambiguous when read in isolation? [ see points 3.3, 4.3 and 6.2]

3. May a definition or similar information on a term used in the claims which is explicitly given in
the description be disregarded when interpreting the claims to assess patentability and, if so,
under what conditions? [ see points 3.4, 4.4 and 6.3]

There has long been a tension between the two main EPO approaches to claim interpretation:

e The “own dictionary” approach, in which terms in the claims can be defined in the application;
and

e The “primacy of the claims” approach, in which clear terms in the claims are interpreted by the
skilled person without the aid of the description.

Attempts have been made to reconcile these approaches by holding that the “own dictionary”
approach only applies where the relevant term in the claims is unclear, and that limitations cannot
be read into the claims from the description. At the same time, EPO case law also holds that claims
should be interpreted based on the whole disclosure of the patent with a mind willing to
understand, and that the “broadest technically sensible meaning” should be adopted. With so many,
often conflicting approaches, it is no wonder that alack of legal certainty remains.

The lack of agreement between the Boards on the legislative basis for claim interpretation for
substantive patentability exacerbates this uncertainty. Recently, T 1473/19 opted for Article 69

Kluwer Patent Blog -2/5- 02.07.2024


https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_3.html#:~:text=In%20several%20decisions,A.6.3.1)
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_1.html#:~:text=However%2C%20if%20a,1642/17.
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_4.html#:~:text=In%20proceedings%20before,881/01).
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_4.html#:~:text=In%20proceedings%20before,881/01).
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_1.html#:~:text=According%20to%20the,448/16).
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_1.html#:~:text=According%20to%20the,448/16).
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_1.html#:~:text=The%20wording%20of%20the%20claims%20should%20typically%20be%20given%20its%20broadest%20technically%20sensible%20meaning%20by%20such%20a%20skilled%20reader.
https://www.epo.org/en/boards-of-appeal/decisions/t191473eu1#:~:text=1.)%20Article%2069%20EPC%20in%20conjunction%20with%20Article%201%20of%20the%20Protocol%20thereto%20can%20and%20should%20be%20relied%20on%20when%20interpreting%20claims%20and%20determining%20the%20claimed%20subject%2Dmatter%20in%20proceedings%20before%20the%20EPO%2C%20including%20for%20the%20purpose%20of%20assessing%20compliance%20with%20Article%20123(2)%20EPC%20(Reasons%203.1%2D3.15).
https://www.epo.org/en/legal/epc/2016/a69.html

EPC and T 169/20 relied instead on Article 84 EPC. It is safe to say that neither article gives clear
support for the “primacy of the claims” approach favoured by these Boards. Article 84 doesn’t
even expressly mention claim interpretation, while Article 69 if anything states that “the
description and drawings shall be used to interpret the claims’. The situation is even more
complex when the approaches of the national courts are taken into account, as they tend to favour
the “own dictionary” approach.

T 439/22 outlines three main points on which the Board considers there to be divergence at reason
3.1

—legal basisfor construing patent claims

—whether it isa prerequisite for taking the figures and description into account when construing a
patent claim that the claim wording when read in isolation be found to be unclear or ambiguous

— extent to which a patent can serve asits own dictionary

The decision then discusses the various approaches of previous Boards supporting this finding of
divergence. Underlining the point we made above about the difficulty of finding a consistent rule
on thisissue, alarge number of decisions and legal rationales were cited.

Reason 4 of the decision explains why thisis a point of fundamental importance. Several national
decisions, as well as the UPC CoA decision in Nanostring v 10x Genomics were cited. In our view,
claim interpretation is such a central issue for so many aspects of patent law, that it is hard to
dispute the fundamental nature of the referral.

While we welcome this brave move to question the status quo by Board 3.2.01, we can’t help but
fear that the desired legal clarity may not actually be achieved with this case. As the difficulties on
finding a compromise on Article 69 EPC over the last few decades show, finding a golden rule
defining afair balance between the claims and the description is difficult.

AsBob Dylan put it in “All aong the watchtower”:

There must be some kind of way outta here

Said the joker to the thief
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There' stoo much confusion

| can’t get no relief

We therefore welcome the decision to refer, in the hope that this will lead to improved legal
certainty and some long overdue relief.
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