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Unified Patent Court of Appeal overturns preliminary
injunction against NanoString
Kluwer Patent blogger · Wednesday, February 28th, 2024

The Court of Appeal of the Unified Patent Court has overturned the preliminary injunction
issued by the Munich local division against NanoString in its conflict with US biotech
company 10xGenomics. The court cited substantial concerns about the invalidity of the
asserted claim of 10xGenomics’ European Patent 4108782 B1, noting that “on the balance of
probability it is more likely than not that the patent at issue will not prove to be valid.”
NanoString has resumed of its CosMx™ Spatial Molecular Imager (SMI) products in the EU
in 16 EU countries.

The case was the subject of the first public
hearing in the existence of the UPC. After the
hearing, in September 2023, the Munich local
division granted 10x Genomics a preliminary
injunction against NanoString, saying it was
convinced of the validity of the patent at issue.

However, the Court of Appeal, ruling after another public hearing on 16 December 2023,
disagrees: ‘5. The objection in the Appeal that, contrary to the judgement of the Court of First
Instance, the validity of the patent at issue is not established with a sufficient degree of certainty
for the injunction requested to be issued is rightly raised.

a) Since the order for provisional measures is issued by way of summary proceedings pursuant to
R. 205 et seq. RoP, in which the opportunities for the parties to present facts and evidence are
limited, the Court of Appeal agrees with the Court of First Instance that the standard of proof must
not be set too high, in particular if delays associated with a reference to proceedings on the merits
would cause irreparable harm to the proprietor of the patent (…). On the other hand, it must not be
set too low in order to prevent the defendant from being harmed by an order for a provisional
measure that is revoked at a later date (…).

211.2 RoP, in conjunction with Art. 62(4) UPCA (see also Art. 9(3) Directive 2004/48/EC),
provides that the court may invite the applicant for provisional measures to provide reasonable
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evidence to satisfy the court to a sufficient degree of certainty that the applicant is entitled to
institute proceedings under Art. 47 UPCA, that the patent is valid and that his right is being
infringed, or that such infringement is imminent.

Such a sufficient degree of certainty requires that the court considers it at least more likely than not
that the Applicant is entitled to initiate proceedings and that the patent is infringed. A sufficient
degree of certainty is lacking if the court considers it on the balance of probabilities to be more
likely than not that the patent is not valid.

‘It is, on the balance of probability, more likely than not that the subject-matter of
claim 1 in the version asserted in the main request will prove to be not patentable’

The burden of presentation and proof for facts allegedly establishing the entitlement to initiate
proceedings and the infringement or imminent infringement of the patent, as well as for all 28
other circumstances allegedly supporting the Applicant’s request, lies with the Applicant, whereas,
unless the subject-mater of the decision is the ordering of measures without hearing the defendant
pursuant to Art. 60(5) in conjunction with Art. 62(5) UPCA, the burden of presentation and proof
for facts concerning the lack of validity of the patent and other circumstances allegedly supporting
the Defendant’s position lies with the Defendant.

The aforementioned allocation of the burden of presentation and proof in summary proceedings is
in line with the allocation of the burden of presentation and proof in proceedings on the merits, in
which facts giving rise to the entitlement to initiate proceedings and the infringement or imminent
infringement of the patent, as well as other circumstances favourable to the infringement action,
are to be presented and proven by the rightholder (…), whereas the burden of presentation and
proof with regard to the facts from which the lack of validity of the patent is derived and other
circumstances favourable to the invalidity or revocation lies with the opponent (…).

b) Contrary to the opinion of the Court of First Instance, in the judgement of The Court of Appeal
it is, on the balance of probability, more likely than not that the subject-matter of claim 1 in the
version asserted in the main request will prove to be not patentable under Art. 65(2) UPCA, Art.
52(1), 138(1)(a) EPC.’

Reaction NanoString

In a press release Brad Gray, President and CEO of NanoString, reacted: ‘We have maintained
from the outset of this case that the patents being asserted by 10x and Harvard against us are
invalid. The court’s ruling is significant validation of our position. We are grateful to the UPC
Court of Appeal for its in-depth analysis of the validity of the patent at issue and feel vindicated by
its finding that it is ‘overwhelmingly likely’ that the patent is invalid on the basis of prior art.

Going back to 2021, 10x has chosen to deploy a highly questionable litigation campaign against
NanoString and several other innovative companies in the marketplace in what we believe is an
effort to eliminate competition in the research tools space to the detriment of science and the public
good. (…) NanoString is committed to continuing our fight for choice and intends to seek damages
that will compensate for the hardship caused by the plaintiffs’ unjustified preliminary injunction.’

Chapter 11

https://investors.nanostring.com/news/news-details/2024/European-UPC-Court-of-Appeal-Overturns-Injunction-Impacting-NanoStrings-CosMx-Products-Company-to-Immediately-Resume-Sales-in-16-EU-Countries/default.aspx
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In a separate ruling, the UPC’s Court of Appeal, rejected 10X Genomics’ request to stay the
proceedings due to NanoString’s Chapter 11 insolvency filing in the US of 4 February 2024: ‘The
fact that in particular the principles of procedural economy and cost efficiency as well as a fair
balance between the legitimate interests of the parties speak in favour of not staying the
proceedings if a party is declared insolvent after the oral hearing has concluded and the legal
dispute is ready for a decision is confirmed by comparable provisions in the national civil
procedural law of several contracting Member States to the Agreement.’

Due to the rulings, NanoString can resume
selling its products in the UPC member states.
However, in a letter to clients CEO Brad Gray
explains why NanoString will not yet sell any
products in Germany: ‘The court’s decision lifts
the preliminary injunction in all 17 UPC
member countries in the EU, though, for now,
the injunction in Germany remains in place. In a
separate decision in December concerning a
related patent at issue in the litigation, the
German Higher Regional Court of Munich

ordered the lifting of the injunction on the sale of CosMx products in Germany, subject to a
security bond payment. NanoString is evaluating its next steps in Germany in light of the decision
from the UPC and will provide updates to German customers as more information becomes
available.’

In October 2023, the Unified Patent Court refused to grant 10x Genomics a second preliminary
injunction against NanoString, in a case concerning European Patent 2 794 928 B1, as it was not
convinced of the infringement of 10x’s patent.

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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You can follow any responses to this entry through the Comments (RSS) feed. You can leave a
response, or trackback from your own site.
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