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Robots are taking over the patent world — Al systems or

devices can be “inventors” under the Australian Patents Act
John Collins, Natalie Shoolman, Rose Jenkins (Clayton Utz) - Wednesday, September 8th, 2021

[KEYPOINT]: A historic Federal Court decision says an artificial intelligence system is capable
of being named as an “inventor” under the Patents Act 1990, with potentially significant
ramifications for technological innovation and the patent system in Australia.

Inthefirst judicial determination in the world of itstype, the Australian Federal Court has held that
artificial intelligence systems or devices can be “inventors’ for the purpose of the Patents Act 1990
(Cth) (Thaler v Commissioner of Patents [2021] FCA 879).

Corresponding patent applications naming artificial intelligence system DABUS as the inventor
and Dr Thaler as the owner of the DABUS inventions have been rejected by Patent Offices and
Courtsin other jurisdictions including the US, UK and Europe.

Although a patent application may name an inventor as an artificial intelligence system, only a
legal person can be the applicant for a patent or be granted a patent. The owner and controller of
the artificial intelligence system may derive title to a patent from an Al “inventor”.

This decision opens up the possibility of patent applications for inventions created by Al
systems/devices in various scientific fields and industries.

The decision may be appealed to the Full Federal Court.
Patent application, DABUS and decision of Deputy Commissioner

An Australian patent application filed by Dr Stephen Thaler named an artificial intelligence
system, described as a Device for the Autonomous Bootstrapping of Unified Sentience (DABUS),
astheinventor.

DABUS is aform of neuro-computing which causes a machine to create new concepts. The new
concepts are then “encoded as chained associative memories within the artificial neural networks”.
It uses multiple generator artificial neural networks which are said to mimic the neural networks of
the human brain. DABUS is trained through supervised and unsupervised learning. In this case, the
alleged invention was the output of DABUS' processes. The patent application includes claims to
various products and methods relating to food containers and devices and attracting enhanced
attention using convex and concave fractal elements. According to Dr Thaler, the invention was
autonomously generated by DABUS.
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The Deputy Commissioner of Patents determined that the patent application did not comply with
Reg 3.2C(2)(aa) of the Patents Regulations 1991, which requires the name of the inventor to be
provided. Dr Thaler sought judicial review of the Commissioner’s decision by way of appeal to the
Federal Court arguing that the Patents Act and Regulations do not preclude an Al system being
treated as an inventor.

Beach J set aside the decision of the Deputy Commissioner and has remitted the matter to the
Deputy Commissioner to be determined in accordance with the Court’ s judgment.

Who (or moreimportantly, what) can be an “inventor” ?

The key question was whether an Al system is capable of being an “inventor” under the Patents
Act. While Beach J accepted that patents can only be granted to persons, and an applicant for a
patent must be a person, he found no basis to preclude an Al machine from being named as an
“inventor”.

There is no definition of “inventor” in the Patents Act or Regulations. The judge considered that
the word “inventor” as an agent noun, means that if an Al system is the “agent which invents’,
then it can be described as the “inventor”. He also indicated that the word “invents’ may have been
used historically to describe humans only as they were the only ones who could invent. However,
now that artificial intelligence machines may perform the same function, the word may also
describe them. In deciding that the natural definition of “inventor” can extend to Al, Beach J
commented on the historical development of words and dictionaries:

“dictionaries are by their nature developed from historical usage. Accordingly, there would be no
call for adefinition directed to “ something that invents” until that became possible. Similarly, prior
to the development of the electronic computer, computations were made only by humans and the
term “computer” referred to a person who made computations. But the term was correctly applied
to athing that made computations when such machines became available; thisis now the dominant

usage.”

Further, he compared the widening of the term “inventor” to the widening concept of “manner of
manufacture” in light of new technologies. He stated that both terms derive from section 6 of the
Statute of Monopolies and as a result “it makes little sense to be flexible about one but not the
other”.

Al as“inventor” consistent with objects clause of Patents Act

The judge aso considered that the broadening of the definition of inventor was consistent with the
recently introduced “objects’ clause in section 2A of the Patents Act: “to provide a patent system
in Australia that promotes economic wellbeing through technological innovation and the transfer
and dissemination of technology. In doing so, the patent system balances over time the interests of
producers, owners and users of technology and the public”.

By rewarding innovations, irrespective of whether the innovator is human or not, his Honour held,
would promote technological innovation and its public dissemination. In contrast, not recognising
the reality could stifle innovation and lead to owners of Al systems protecting patentable
inventions as trade secrets. However, Justice Beach did not specifically engage with whether
recognising Al systems and devices as inventors will promote “economic wellbeing”.
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The judge held that recognising an Al system or device as an inventor was not inconsistent with
the Patents Act or Regulations. He considered a number of provisions, in particular section 15 of
the Patents Act which deals with who may be granted a patent, which may only be a person. The
Commissioner had argued that an Al system or device could not be an inventor as an Al inventor
can have no title in the invention which it could transfer to the patent applicant.

But Beach J said this argument confused the question of ownership or control of a patentable
invention, including who can be patentee, with the question of who can be an inventor.

Under section 15(1):
“apatent for an invention may only be granted to a person who:
(a) istheinventor; or

(b) would, on the grant of a patent for the invention, be entitled to have the patent assigned to the
person; or

(c) derivestitle to the invention from the inventor or a person mentioned in paragraph (b); or
(d) isthe legal representative of a deceased person mentioned in paragraph (b).”

One could argue from the language that the section assumes an inventor to be a person. However,
Beach J concluded that, in principle, Dr Thaler could be granted a patent in relation to an invention
made by an Al system such as DABUS under at least section 15(1)(c), and potentially also under
section 15(1)(b).

In relation to section 15(1)(b), on established principles of property law, Beach J stated that Dr
Thaler is the owner of the invention as the owner, programmer and operator of DABUS.
Analogising with ownership of the progeny of animals or the treatment of fruit or crops produced
by the labour and expense of the occupier of the land, he held it was incorrect to pre-suppose an
earlier vesting of titlein the inventor.

Somewhat controversially, the judge stated that section 15(1)(b) does not require the existence of
an inventor at all. It requires no more than that the applicant is entitled to have the patent assigned
to them in the event there is a grant — examples were given of circumstances where the invention
was the subject of contract or had been misappropriated, giving rise to alegal or equitable right of
assignment.

In order for Dr Thaler to derive title in the invention under section 15(1)(c), it did not necessarily
require an assignment from the inventor at all:

“if the party claiming an interest has an interest in the invention even if that interest has not been
conferred by means of an assignment, that party can be said to derive the invention from the
inventor.”

Beach J was of the view that, Dr Thaler, as the owner and controller of DABUS, would own any
inventions made by DABUS when they came into his possession. By deriving possession of the
invention from DABUS, Dr Thaler prima facie derived title. Title can therefore be derived from an
inventor “notwithstanding that it vests ab initio other than in the inventor. That is, there is no need
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for the inventor ever to have owned the invention, and there is no need for title to be derived by an
assignment”.

It should be noted that the Court acknowledged that in other circumstances involving inventions
that are the output of an Al system, there could be various possibilities as to who would be the
owner e.g. the software programmer or developer of the Al system, the person who selected and
provided the input or training data to train the Al system or the owner of the Al system who
invested capital to produce the output.

Ramifications of the decision in Thaler

The Thaler decision has generated some controversy. It also raises a number of related
possibilities, including:

e To be patentable, an invention must involve an inventive step when compared with the prior art
base. A logical extension of this caseisthat it is now possible that the requisite person skilled in
the art may be considered is a person as assisted by Al. Will this decision therefore make it more
difficult for patents by human inventors to be granted?

¢ Will the common general knowledge now expand to include developments made by Al? If not,
will it be harder to invalidate patents where the “inventor” is Al?

e Complex ownership/entitlement issues may arise in the context of inventions developed by Al
systems.

o How will compliance with the clarity and support requirements in section 40 of the Patents Act
be evaluated for these types of patent applications/patents? Will the support requirements in
section 40(3) require the disclosure of the Al algorithm in the complete specification or
something more?

¢ Are these changes that should be instigated at the legidlative level rather than being shoehorned
into existing legisation?

o Will there now be an influx of patent applications in Australia that contain Al systems as
“inventors’? The use of Al isvast in a number of industries, in particular the pharmaceutical
industry which has used Al, for example, in the development of vaccines, drug repurposing, and
determining 3D protein structures. We will have to wait and see...

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?
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This entry was posted on Wednesday, September 8th, 2021 at 9:47 am and is filed under Al,
Australia, Case Law

Y ou can follow any responses to this entry through the Comments (RSS) feed. Both comments and
pings are currently closed.
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