
1

Kluwer Patent Blog - 1 / 6 - 18.03.2023

Kluwer Patent Blog

Crucial months ahead. What will be the fate of the Unitary
Patent system?
Kluwer Patent blogger · Saturday, September 22nd, 2018

The patent world is holding its breath in expectation of the judgment of the German Federal
Constitutional Court (BVerfG) on the complaint that was filed last year against ratification of the
UPCA. The judgment is even more crucial as the UK is preparing for Brexit and once it has left the
European Union, this will complicate considerably, if not impede the entry into force of the
Unitary Patent system. Kluwer IP Law asked two experts, Alexander Robinson of Dehns and Pieter
Callens of Eubelius, co-author of The Unitary Patent and the Unified Patent Court, whether time is
running out for the UP system.

The UPCA can enter into force on the first day of the fourth month after Germany’s ratification. If
this is to be before the Brexit date of 29 March 2019, it means that the German Federal
Constitutional Court would have to reject the complaint against the UPCA as inadmissible and the
German ratification process would have to be completed in November of this year. Do you think
this scenario still has a chance to come true?

Alexander Robinson: ‘In theory there is still a chance that this could happen, but realistically I
would say that the likelihood seems to be zero unless the Federal Constitutional Court and the
German government have some big surprises in store for us.

I am not an expert on German legislative procedure and so I do not know how quickly the German
government could formally ratify the UPCA if it is given the “all-clear” by the BVerfG. However,
the end of November is less than two and a half months away, which is not a very long time in
legislative terms! To get to that point we would need the BVerfG to issue a final decision entirely
in favour of ratification of the UPCA as it stands, after which (I believe) the German President
would need to sign the instrument of ratification and arrange for this to be deposited in Brussels, all
within the next 11 weeks or so.

These are a number of procedural acts which would need to be carefully sequenced, and an 11-
week timescale for achieving all of this seems unrealistically speedy to me even if the BVerfG
were to surprise us all by issuing a final decision tomorrow. In addition to this, we should bear in
mind that the Preparatory Committee estimates that a six- to eight-month period will be required
for proper implementation of all the tasks foreseen for the Provisional Application Phase. Hasty
ratification of the UPCA by the German government, with the effect of foreshortening the
Provisional Application Phase to only a few months, would have a detrimental effect on the proper
completion of all the preparatory tasks.
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The prospect of the BVerfG issuing a decision before the
end of November seems fanciful to me, anyway. The
constitutional complaint against the UPCA is merely one of
nine cases included in the docket for the rapporteur (Prof.
Dr. Huber) as listed on the “Annual Preview” for 2018 – so
far we are well over halfway through the year and, as far as
I know, only one of those nine cases has been disposed of. It
is well-known that cases before the BVerfG have a
tendency to slip from one year to the next and I would not
be surprised if this case were to follow that well-worn path.
In addition, there are four joined constitutional complaints
against the European Patent Office pending before the
BVerfG – again with Prof.Dr. Huber as rapporteur – and, as the EPO will be responsible for
administering the grant of European Patents with Unitary Effect, it may well be more logical for
these complaints to be decided before the complaint against the UPCA. The workings of the
BVerfG are a mystery to me (and, it seems, to many German practitioners!) but, bearing these
factors in mind, it simply does not seem likely that a decision will be forthcoming any time soon.

We should also briefly acknowledge at least one of several elephants in the room, namely the fact
that for Germany to ratify the UPCA in its current form, the BVerfG will need to dismiss the
complaint entirely. I stress here that I am not an expert in German constitutional law, but from my
discussions with German practitioners I understand that this cannot be taken for granted. As I
understand it, the complaint could potentially be dismissed summarily in writing as being
inadmissible (for example, if the complainant is found not to have proper standing to have filed the
complaint, or if the complaint does not fall within the rather narrow grounds of admissibility for
such complaints which are foreseen in German law).

However, if the complaint is admitted, I understand that some practitioners believe that at least
some of the grounds for the complaint may have some merit and it might then be difficult to predict
how the decision would play out. Either way, I understand that many practitioners now expect a
hearing to be appointed, at least on the admissibility point (i.e. avoiding a summary written
decision) – and, if the case is admitted, a hearing is also expected on the merits of the case. Any
hearing will spell further delays to the eventual decision even if this is positive for the UPCA.

All of these factors, to me, conspire together to make it extraordinarily unlikely that Germany will
ratify the UPCA prior to the end of November.’

Pieter Callens: ‘It is clear that this timing is very short. This summer there were some rumors that
a judgment was to be expected in October-November, but is very unclear where those rumors came
from and if they were reliable. I personally doubt that we will have a completed ratification process
by November.’

Do you expect Germany to complete ratification of the UPCA as soon as possible in case the
constitutional complaint is rejected by the BVerfG? Or do yo see (political) reasons why the
German government may delay ratification, for instance uncertainty regarding the UK?

Callens: ‘I do believe that there is a lot of political will in Germany to quickly ratify after the
judgment of the German Federal Constitutional Court. I am pretty confident that the German
government shall not politically block further ratification even with the UK issue at hand. I believe
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there are other EU member states where such pressure would be more likely.’

Robinson: ‘I would not like to second-guess the German government’s intentions! However, in the
event of a rejection of the complaint by the BVerfG, I can foresee several good reasons for
Germany to take its time.

Firstly, at least one more country other than Germany needs to ratify the Protocol on Provisional
Application before anything can happen. Secondly, once this has been done, adequate time needs
to be provided for the Provisional Application Phase to be properly carried out, which is estimated
as requiring at least six to eight months. And thirdly, it would seem unwise to ratify the UPCA and
set the countdown in motion before there is clarity on the UK’s future position in the system (if
any) and before any consequential amendments to the UPCA have been made.

For example, if the UK does negotiate continued membership, amendments to the UPCA are likely
to be needed to reflect the UK’s changed status as a non-EU member state. If the UK is excluded
from the future of the system, amendments will still be required, for example to amend the portion
of the UPCA which provides for a part of the Central Division to be located in London. And that is
before we even consider the realities of re-opening bids for the “London” part of the Central
Division, which will require more political horse-trading between the remaining states.’

It has been said that, if the UP system enters into force before the Brexit, but the UK leaves the EU
soon after, the changes that will have to be made to the UP system are not that impressive. Do you
agree? 

Callens: ‘I fully agree. The implications of the exit of the UK
from the UP system should not be over exaggerated.
Economically everybody agrees that UK should remain a member
of the UP-UPC system, but politically the debate is much more
sensitive. My biggest fear is that UP-UPC system shall (or is
currently already) used by EU member states in the strategic
game surrounding the Brexit.’

Robinson: ‘It is very difficult to be certain here. We have seen a number of opinions from different
commentators (such as the opinion of Richard Gordon QC and Tom Pascoe, or that of Prof. Dr.
Ohly) on this matter. Most seem to agree that amendments will be required, but then they diverge
on which amendments may be necessary. I do not want to go into the details of such analyses here
as they are widely-available elsewhere, but I think it is safe to say that there is considerable
uncertainty on this point. And at the root of this all, there is also a fundamental uncertainty
regarding the interpretation of the CJEU’s Opinion 1/09, which killed off the previous version of
the UPCA. Both the Gordon/Pascoe opinion and the Ohly opinion, I believe, rely on one particular
interpretation of an especially unclear point of reasoning in Opinion 1/09. If their interpretation is
correct, then the UK could potentially continue to participate, subject to appropriate amendments
(but it remains to be seen what those amendments might be). If the alternative interpretation is
correct, however, it is difficult to see how the UK could continue to participate after Brexit. Even
in that case, however, amendments to the UPCA would be required, as I have noted above, for
example to remove references to London as being home to part of the Central Division.’
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Earlier this year, an agreement was reached between the UK and the EU on a transitional period,
which would last from 29 March 2019 to 31 December 2020. Could the UP system be saved by
including provisions on the system in such an agreement? What is the state of affairs?

Robinson: ‘A draft UK-EU withdrawal agreement has been produced, but not yet signed off.
Leaving aside the risks of a “no deal” scenario – which is still a (frighteningly realistic) possibility
– the draft agreement does not include any explicit provisions relating to the Unified Patent Court
or Unitary Patent. I consider it unlikely that any such passages will be added, not least in view of
the fact that November this year is being talked of as the final deadline for finalising the text of the
agreement and we have not publicly seen any proposals on this point from either side of the
negotiating table.

There is an interesting, and little-discussed, aspect
to all this, however. The draft withdrawal
agreement provides for continuity of EU law in the
UK throughout the transition period, which would
cover the Regulations governing the Unitary Patent
and ensure that these continue to have effect in the
UK at least to the end of 2020. More interestingly,
the UPCA is not strictly speaking EU law, although
participation is currently restricted to EU member
states. However, the definition of EU law in the

draft withdrawal agreement is arguably – and this is far from certain – broad enough to encompass
the UPCA, as being an international agreement “between Member States entered into in their
capacity as Member States of the Union” (Art. 2(a)(v) of the draft Withdrawal Agreement). If so,
this could potentially provide for at least temporary continuity of the UK as a UPCA member state
if the UPCA were to come into force during the transition period. However, this is not completely
certain.

In any event, it seems likely to me that further agreements would need to be struck to enable
continued UK participation in the UPCA and Unitary Patent systems beyond the end of the
transition period if (and this is a big “if”) such continued participation is sought. It seems to me
that the negotiations for such agreements would be likely to take place as part of, or alongside,
negotiations on the overall future of the UK-EU relationship, which will take place during the
transition period.

If the UPCA were to come into force with the UK as a member during the transition period and
then the UK were to leave the UPCA system at the end of the transition period, agreements would
still be needed on transitional measures, for example to determine the fate of cases pending before
any UK divisions of the UPC (including the London part of the Central Division) and to provide
for continuity of patent protection in the UK where such protection had been conferred on a unitary
basis.’

Callens: ‘I am too far away from these negotiations to have a clear look on the state of affairs, but
in my sense this agreement plays a crucial role in the future of the UP system. We should avoid
that the UP system is being overlooked when drafting this agreement.’

Will the UP system survive if it doesn’t enter into force before the Brexit? Is there a serious risk
that ten to twenty years of negotiations on this issue go down the drain?
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Robinson: ‘Provided that the BVerfG ultimately throws out the constitutional complaint, I see no
reason – on paper, at least – why the UPCA should not enter into force looking substantially as it
appears now, even if that is without UK participation. The political support and support from
business seems to be broad enough and deep enough that it will not be abandoned lightly.
However, any UPC system without the UK as a member could well be significantly less attractive
and there may be a reduced incentive for businesses to make use of the Unitary Patent system
and/or the UPC as a forum for disputes if their effect does not extend to the UK and if the UPC is
deprived of the expertise of British judges sitting alongside their counterparts from elsewhere in
Europe.

For negotiations to completely “go down the drain” would, to my mind, require the BVerfG to
uphold the constitutional complaint in whole or in part. If the decision of the BVerfG requires
substantial changes to be made to the UPCA before it is compatible with the German constitution,
negotiations could need to be reopened and at that point it is difficult to predict what might
happen.’

Callens: ‘I am not a fortune teller but I still believe that the UP system can survive even it does not
enter into force before the Brexit. I believe that too much effort has gone into this project for the
EU member states to give this up in the context of the Brexit discussions. Politically, I believe the
participating member states even owe this to their companies.

The risk that ten to twenty years of negotiations go down the drain, however, is always there. I
have always been a strong believer in a good outcome, but I do have to admit that the upcoming
months will be the hardest weather the project will have to bear since the UPC agreement was
signed. Nevertheless, the project is a “survivor”. I can still remember the tough proceedings before
the EUCJ, which eventually did not take down the project either.’

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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This entry was posted on Saturday, September 22nd, 2018 at 9:29 pm and is filed under European
Union, Germany, Unitary Patent, United Kingdom, UPC
You can follow any responses to this entry through the Comments (RSS) feed. Both comments and
pings are currently closed.
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