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Supreme Court to Review “On-Sale Bar” Case
Gregory Sephton, Anna Schoenfelder (Kramer Levin) - Tuesday, June 26th, 2018

Asafollow-up to our previous post “ The Federal Circuit Has Its Final Say On the “ On-Sale” Bar
Under the AlIA,” the Supreme Court has granted certiorari in the Helsinn v. Teva case, which
concerns whether the America Invents Act (“AlA™) changed the longstanding “on-sale bar” rule.
This means that at |east four of the nine Supreme Court justices agreed to address this case.

Specifically, Helsinn argued that its license agreement with a third party should not have triggered
the on-sale bar because the details of its |ater-patented invention were not disclosed to the public as
aresult of that sale, whereas the Federal Circuit held that the phrase “on sale” in the AIA was not
limited to public sale such that a sale in which the nature of the invention remained confidential
could trigger the on-sale bar. The outcome of the Supreme Court’s review has implications for the
validity of many existing patents and no doubt numerous pending patent applications.

Several amici submitted briefs in support of the petition for certiorari, including the Intellectual
Property Owners Association and Biotechnology Innovation Organization, arguing that the Federal
Circuit opinion creates uncertainty with respect to the scope of the on-sale bar by failing to directly
address the effect of the AIA’s amendments.

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Areyou, as an | P professional, ready for the future?
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This entry was posted on Tuesday, June 26th, 2018 at 5:31 pm and is filed under Pharma,
Pharmaceutical patent, Prior use right, Public prior use, United States of America, Validity

Y ou can follow any responses to this entry through the Comments (RSS) feed. Both comments and
pings are currently closed.
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