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Basics of the Unitary Patent system. Part 5: Applicable law at
the UPC
Pieter Callens (Eubelius) · Friday, March 18th, 2016

Europe is preparing for the launch of the new Unitary Patent and the Unified Patent Court
(UPC). A provisional phase for the UPC is expected to start later this year, with a view to a
full start of the system in the spring of 2017. In a series of articles, Kluwer IP Law explains
the upcoming changes and the consequences they have for patent practitioners. The fifth
blogpost: Applicable law at the UPC.

1. Which law shall be applied by the UPC?

The Court of First Instance and the Court of Appeal of the UPC shall base their decisions on:

• Union law, including the Unitary Patent Regulation and the Translation Regulation;
• the Agreement on the Unified Patent Court;
• the European Patent Convention;
• other international agreements applicable to patents and binding on all the Contracting Member
States; and
• national law (article 33(10) UPCA).

This may seem confusing, but actually it is not. The applicable law shall depend on the legal
question at stake (see hereafter). To resolve the question, the UPC shall take into account the
primacy of international law and Union law. National laws shall only play a minor role in UPC
proceedings.

2. Which law shall determine where there is infringement to a patent?

For determining the infringement question relating to European or Unitary Patents, the UPC shall
apply the articles regarding direct infringement (article 25), indirect infringement (article 26),
limitations of the effect of a patent (article 27), and exhaustion of rights (article 29) provided in the
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UPC Agreement. Currently, member states apply their national law to resolve the infringement
question. In the future, the UPC shall apply the articles of substantive patent laid down in the UPC
Agreement. Therefore, the UPC shall have a harmonizing effect in the UPC member states. In
principle, infringement tests such as e.g. the infringement by equivalence or indirect infringement
shall have to be the same in all UPC divisions. The role of the Court of Appeal will be important
here to clearly define these tests.

3. Which law shall determine whether a patent remains valid or not in a revocation action?

Questions regarding validity of a patent shall be resolved by applying the provisions of the
European Patent Convention. Patentable inventions, novelty, inventive step and industrial
application shall be interpreted by the UPC in accordance with the EPC. In this respect, not much
shall change in comparison to the current practice in the member states.

4. Which law shall apply to prior use rights?

National law shall determine whether a person has a prior use right or a right of personal
possession of that invention in that Contracting Member State. Article 28 UPCA provides that any
person who, if a national patent had been granted in respect of an invention, would have had, in a
Contracting Member State a right based on prior use or a right of personal possession of that
invention, shall enjoy, in that Contracting Member State, the same rights in respect of a European
or Unitary Patent.

5. Which law shall apply to transfers, licenses and other proprietary disputes?

Aspects of property (patents as security rights, contractual licensing, insolvency proceedings, etc.)
are in principle left to national law. This is particularly the case for compulsory licenses for unitary
patents. Article 9.1. of the Unitary Patent Regulation provides that compulsory licenses shall be
governed by the laws of the Participating Member States as regards their respective territories.

To determine the applicable national law for unitary patents, article 7.1. of the Unitary Patent
Regulation provides that a unitary patent shall be treated in its entirety and in all UP Participating
Member States as a national patent of the Participating Member State in which that patent has
unitary effect and in which, according to the European Patent Register the applicant had its
residence, principal place of business or a place of business on the filing date of the application. If
none of the applicants has its place of business in one of the Participating Member States, German
law always applies (article 7.3. Unitary Patent Regulation).

6. Can the UPC request preliminary rulings of the EU Court of Justice?

Yes, but only for matters of Union law. Since the UPC shall be considered as a national court
under EU law, the CJEU remains the guardian of the correct application and uniform interpretation
of EU law. In practice, this means that the Unified Patent Court shall be obliged to rely on the case
law of the CJEU in matters of Union law and can/must request preliminary questions for matters of
Union law.

If a question regarding the validity or interpretation of Union law is raised before the Court of First
Instance, the Court of First Instance may, if it considers that a decision on the question is necessary
to enable it to give judgment, request the Court of Justice to give a ruling thereon. When a question
is raised in a case pending before the Court of Appeal, the Court of Appeal is obliged to bring the
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matter before the Court of Justice. Decisions of the CJEU shall be binding on the Unified Patent
Court.

Pieter Callens (Eubelius, Belgium) is co-author of the book ‘Introduction to the Unitary Patent and
the Unified Patent Court’. An updated version of this book shall become available in 2016.
Make sure you are always informed on the latest UPC posts and subscribe to the Kluwer Patent
Blog newsletter!

_____________________________

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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