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Fordham Conference 2015 – Unitary Patent and UPC – in
practice
Daniel Byrne (Bristows) · Wednesday, April 8th, 2015

The Unitary Patent and the UPC in Practice

Paul England (Taylor Wessing) described the infringement position under the UPC Agreement
and the UP Regulation (1257/2012). He explained that there was concern that the UP Regulation
infringement provisions would be referable to the CJEU which was seen as undesirable and these
were replaced with Article 5(3).

This article can be interpreted to mean the relevant law is the place of business or domicile of the
infringer or German law. However, it can also be interpreted to mean the relevant law is the
relevant UP law which has been enacted in the relevant Member State (which loops it back to the
UPC Agreement and UP Regulation). The latter interpretation is said to be preferred because it
results in uniform treatment of unitary patents, it results in equality of treatment for EPs and UPs
and seems to have been the intention behind Article 5(3).

A member of the audience expressed the view that validity and scope are intended to be uniform
across the Member States. However, it was pointed out that different laws have different flesh put
on them in different countries, so the question remains which tradition is to be preferred, for
example on a doctrine of equivalents. The Court of Appeal will be very busy in clarifying such
issues.

_____________________________
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The 2022 Future Ready Lawyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
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tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer IP Law can support you.
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