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Doctrine of equivalence: most recent decision
Thomas Musmann (Rospatt Osten Pross) · Monday, March 2nd, 2015

The German Bundesgerichtshof has issued a decision (X ZR 41/13) called “Quetiapin” which
discusses a fundamental question of the Patent Law, i.e. the definition of the “technical problem”
underlying an invention. The claim of the European Patent under discussion concerned a sustained
release formulation. The Patent Court had nullified the (German part of the) patent and the
Bundesgerichtshof has rejected the appeal which the patent owner had filed against the first
instance Patent Court’s decision. The Bundesgerichtshof took the opportunity of this case to
address the definition of the technical problem. The court admonishes that not necessarily one has
to look to the “object” which is described in the patent specification. An invention can concern
different technical problems and in such a constellation all these problems are to be looked upon, if
one wants to properly evaluate the validity of a patent. Any of the several different technical
problems can be a starting point for the person skilled in the art to arrive at the claimed invention
without being inventive. The Bundesgerichtshof further underlines that the definition of the
technical problem underlying an invention does not have the purpose to come to a preliminary
view on the question of patentability. This is the reason why elements which belong to the patented
solution must not be considered for the definition. For the same reason it is not admissible to
simply assume that the person skilled in the art would have addressed a “certain problem”.
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This entry was posted on Monday, March 2nd, 2015 at 4:51 pm and is filed under literally fulfil all
features of the claim. The purpose of the doctrine is to prevent an infringer from stealing the benefit of
an invention by changing minor or insubstantial details while retaining the same functionality.
Internationally, the criteria for determining equivalents vary. For example, German courts apply a
three-step test known as Schneidmesser’s questions. In the UK, the equivalence doctrine was most
recently discussed in Eli Lilly v Actavis UK in July 2017. In the US, the function-way-result test is
used.”>Equivalents, Germany
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