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Transfer of rights in patent application filed by party not
entitled to do so — Higher Regional Court reluctantly follows

Federal Court of Justice
Thomas Musmann (Rospatt Osten Pross) - Monday, November 4th, 2013

by Stephan von Petersdorff-Campen

Under section 7 (1) of the Law on Employee Inventions (ArbErfG), all the rights in an invention
made by an employee in the context of his employment relationship pass to the employer by virtue
of law as soon as the employer announces his claim to the invention. With its “Initialidee” (Initial
idea) judgment of 12.04.2011 (case X ZR 72/10), the BGH (Federa Court of Justice) ruled that the
rights in a patent which the employee has already filed in his own name contrary to this statutory
transfer of rights are not covered by the statutory transfer of rights. Before that, this had been
treated differently by the courts. Until then, all that was needed was a correction in the Patent
Office Register by an entry transferring the patent to the entitled party. Now, the entitled party
must if necessary file suit to compel the proprietor entered in the Register to transfer the legal
position he has wrongfully acquired. Practical consequence: the claim to transfer of title lapses
after the expiry of a period of 2 years after publication of the mention of grant of the patent; PatG
(German Patent Act) section 8 sentence 3.

The ruling by the BGH has attracted criticism by some of the authorities and now also in a
judgement recently delivered by the Dusseldorf OLG (Court of Appeal). The OLG had to rule on
the converse case. Here, the employer had applied for a utility model in his own name for an
invention which the employee had previously released. The court had doubts, for legal reasons,
whether the requirement of a separate transfer of the legal position was even necessary. In
particular, considering the constellation that the employee was forced to file suit against his
employer under the pressure of the approaching deadline, the court questioned whether the
consequences of the BGH ruling were justified from the point of view of a balancing of interests
and reasonableness.

In the end, the Dusseldorf OLG followed the BGH. In view of the fundamental nature of the
“Initialidee” decision, the court saw no reason to differentiate according to whether the entitled
party was the employee or the employer.
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To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer 1P Law can support you.
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