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With a judgement of 12 February 2009 the German “Bundesgerichtshof” has dealt with the
guestion whether defendant of a patent infringement action shall be allowed to defend against the
claims raised by a patent owner by pointing to another patent which is older than the litigious
patent and by further saying that this older patent grants the right to perform the allegedly patent
infringing activities.

The “Bundesgerichtshof” held that an older patent may grant a “defence-right” against the claims
which are derived from a younger patent. The court further held that de-fendant of a patent
infringement action can point to such an older patent right even if defendant is merely entitled to
the older patent via a licence-agreement. The court did not decide the question whether the
“defence-right” depends on the question whether the subject matter of the older patent is used or
whether it is sufficient that the used (and allegedly patent infringing) product is covered by the
scope of the older patent. The court could let this question undecided because the court’s ratio
decidendi is as follows: an older patent does only give a“defence’ to the defendant of a patent in-
fringement action if the technical teaching of the older patent is being used and if ad-ditional
features which are taught by the younger (litigious) patent are not being used. Otherwise an older
patent would entitle its owner or licencee to use all depending in-ventions what is clearly beyond
the exclusive right granted by the older patent.

Bernward Zollner

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
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Kluwer IP Law

The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?
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