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The selection of explicitly disclosed borderline values defining several (sub)ranges, in order to
form a new (narrower) subrange, is not contestable under Article 123 (2) EPC when the ranges
belong to the same list. However, the combination of an individual range from this list with another
individual range from a second list that relates to a different feature, is not considered to be
disclosed in the application as filed, unless there is a clear pointer to such a combination.
Identifying the ranges in the two lists as ‘ especially preferred’ is aclear indication for the intended
parallel convergence of the ranges of the two lists, and such a combination does satisfy the
requirements of Article 123 (2) EPC.

The full summary of this case has been published on Kluwer IP Law.

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.

Kluwer IP Law

The 2022 Future Ready L awyer survey showed that 79% of lawyers think that the importance of
legal technology will increase for next year. With Kluwer IP Law you can navigate the
increasingly global practice of IP law with specialized, local and cross-border information and
tools from every preferred location. Are you, as an IP professional, ready for the future?

Learn how Kluwer 1P Law can support you.
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This entry was posted on Friday, July 31st, 2009 at 2:33 am and is filed under Art. 123(2) of the
European Patent Convention (EPC), a European patent (application) may not be amended in such a
way that it contains subject-matter which extends beyond the content of the application as
filed. Adding subject-matter which is not disclosed would give an applicant an unwarranted advantage
and could be damaging to the legal security of third parties. (G 1/93, OJ 1994, 541) The ‘gold
standard’ of the European Patent Office’s Board of Appea isthat “any amendment can only be made
within the limits of what a skilled person would derive directly and unambiguously, using common
general knowledge, and seen objectively and relative to the date of filing, from the whole of the
documents as filed” (G 3/89, OJ 1993,117; G 11/91, OJ 1993, 125).“>Added matter, G 1/93,
0J 1994, 541) The ‘gold standard’ of the European Patent Office’s Board of Appeal is that any
amendment can only be made within the limits of what a skilled person would derive directly and
unambiguously, using common general knowledge, and seen objectively and relative to the date of
filing, from the whole of the documents as filed (G 3/89, OJ 1993,117; G 11/91, OJ 1993,
125).“>Amendments, Case Law, EPC, Novelty

Y ou can follow any responses to this entry through the Comments (RSS) feed. Both comments and
pings are currently closed.
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