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Fingolimod — The Danish Eastern High Court definitively
affirms dismissal of a Pl application based on a patent

application
Anders Valentin (Bugge Vaentin) - Monday, October 31st, 2022

In an appeal of a Pl decision, the Danish Eastern High Court has ruled to uphold the dismissal of
Novartis' application for a preliminary injunction against Glenmark, Zentiva, and Viatris, based on
the European patent application 2 959 894. In its decision, the Court firmly stated that a
preliminary injunction can only be issued based on a patent in effect.

In the first instance decision, The Maritime and Commercial High Court had decided to try the
issue of the applicant’s cause of action/legal interest separately (review of the ruling can be read
here). As stated, the Maritime and Commercial High Court dismissed the application due to
insufficient legal interest and noted that no formal decision to grant had been issued by the EPO.
By this, the Maritime and Commercial High Court only rejected enforcement prior to a‘decision to
grant’ yet left open the possibility of enforcement after a‘decision to grant’ — but before the grant
of a patent. Thus, the ruling left it unresolved when sufficient cause of action is present in cases of
Pl proceedings based on patent applications.

With reference to case law of the Danish Supreme Court, the Eastern High Court started off by
noting that a patent cannot be subject to judicial review before it becomes effective. In keeping
with this, a patent application cannot serve as the basis for a preliminary injunction, asi) a patent
right is neither substantiated nor made probable with an application. Consequently, the first
criterion for apreliminary injunction is not met, cf. section 413(1)(1) of the Danish Administration
of Justice Act. As a preliminary injunction cannot be issued, an applicant for a patent has ii) no
legal interest in cases concerning the patent applied for, as there is no cause of action. Accordingly,
the legal outcome of an application for a preliminary injunction on the basis of a patent application
must be dismissal of the case.

In its decision, the Court noted in an obiter dictum that the question concerned ought to have been
considered up front by the Maritime & Commercial High Court and not made the subject of a
separate hearing and the High Court seemsto indicate that this should have been obvious.

With the High Court’s decision, the state of the law has by this decision been laid down
definitively: Only a granted patent with effect in Denmark may form the basis of judicial
proceedings in Denmark, including preliminary injunctions. In this interim period, Danish utility
models may, however, in some cases offer protection, as a quickly granted utility model
registration may be used as the basis for an application for a preliminary injunction concerning an
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invention, for which a patent application is pending.

Zentivaand Glenmark were represented by BUGGE VALENTIN

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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