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The Enlarged Board of Appeal has now issued its long-awaited full decision in case G
1/21. Readers can access it here. The decision deserves a few comments.
The Enlarged Board’s advance publication of the order of the decision in July was
viewed by many as a sort of cliffhanger. This was because the question answered by
the Board was not a particularly controversial one. Even the overwhelming majority of
the opponents of video proceedings agreed that special measures may be necessary
during a pandemic. The big question always was what would happen when the
pandemic has finally come to an end. The order did not answer this question, and the
EBA’s spokespersons even raised the tension further by explicitly stating what the
EBA’s order does not address:

Accordingly, in its order the Enlarged Board did not address the question
whether oral proceedings by videoconference may be held without the
consent of the parties in the absence of a period of general emergency.
Nor did the order address the question whether oral proceedings by
videoconference may be held without the consent of the parties in
examination or opposition proceedings before the EPO’s departments of
first instance.
Cliffhangers are well known as literary devices in several medieval works and are
routinely used in modern TV series. In One Thousand and One Nights Scheherazade
narrated a series of stories to her King for 1,001 nights, with each night ending on a
cliffhanger in order to save herself from execution. Before this background, I am
relieved to report that the EBA’s full decision does not end with a further cliffhanger,
but indeed sheds some light on the critical questions.
The EBA first turned to the referral question, finding it both too general and too
specific. Too general for two reasons: Firstly, the case at stake was an appeal case, so
the EBA concluded they had no need to also rule on oral proceedings before
Opposition and Examination Divisions. Secondly, the case at stake clearly was a case
during a pandemic where the referring Board only had the choice to hold oral
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proceedings by videoconference, or not at all (i.e. postponing the oral proceedings).
The EBA thought that the situation after the end of the pandemic will be quite
different, so there was no need to issue an “order” addressing this situation.
Nonetheless, the EBA’s reasons allow, at least in my opinion, solid conclusions for
both scenarios. The EBA also found the referral question too narrow, because it only
focussed on Art. 116 EPC, whereas the EBA (and many of the amici curiae) thought
that Art. 113 EPC also deserves a discussion. The EBA therefore reformulated the
referral question by expanding it to all provisions of the EPC.
Having stated that, the EBA’s opinion can perhaps be summarized in five sentences as
follows:
1. Video proceedings are oral proceedings within the meaning of Art. 116 EPC.
2. Video proceedings are currently not yet equivalent to in-person oral proceedings.
3. In-person oral proceedings are for now the optimum format (the “gold standard”).
4. Nonetheless, this does not mean that the right to be heard or the right to fair
proceedings cannot be respected when oral proceedings are held by videoconference.
5. Parties have the right to choose the format of the oral proceedings.
The EBA concludes the following from the above:

45. The Enlarged Board holds that the parties have a fundamental right to
oral proceedings that provide them with the opportunity to be heard in
accordance with Article 113 EPC and Article 6 ECHR. Without doubt, inperson oral proceedings provide such an opportunity. As stated earlier, a
hearing in person is the optimum format or, to use a term well known in
the field of European patent law, it is the gold standard. It definitely fulfils
the requirements of Article 113 EPC and Article 6 ECHR. It is also the
format that the legislator had in mind when drafting Article 116 EPC.
Therefore, in-person hearings should be the default option. Parties can
only be denied this option for good reasons.
The EBA is also perfectly clear that EPO-internal administrative reasons do not qualify
as such “good reasons”:

49. Secondly, there must also be circumstances specific to the case that
justify the decision not to hold the oral proceedings in person. These
circumstances should relate to limitations and impairments affecting the
parties’ ability to attend oral proceedings in person at the premises of the
EPO. In the case of a pandemic, such circumstances could be general
travel restrictions or disruptions of travel possibilities, quarantine
obligations, access restrictions at the EPO premises, and other healthrelated measures aimed at preventing the spread of the disease.This
decision should not be influenced by administrative issues such as the
availability of conference rooms and interpretation facilities or intended
efficiency gains. It is the EPO’s responsibility to make available the
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necessary resources for facilitating the conduct of proceedings provided
for in the EPC.
I must admit that I admire the EBA’s decision for this paragraph in particular. It has
been a while since I last read a communication from an organ of the EPO that
concedes certain rights to the parties and imposes certain obligations on the EPO
management.
What will happen next?
While predictions are notoriously difficult to the extent they concern the future, I
venture assuming that the Boards of Appeal will return to in-person oral proceedings
as the rule after the pandemic. The EBA’s reasons are persuasive. Besides, many
Boards have already resumed summoning the parties to in-person oral proceedings
even before G1/21 came out.
This does of course not preclude oral proceedings by videoconference or hybrid
proceedings at the request or with the consent of the parties. Volenti non fit iniuria.
The most interesting question will likely be what the EPO will do with first instance
proceedings after the end of the pandemic. This remains to be seen. I am pretty
convinced that the EPO management were planning to establish video proceedings as
the “new normal” after Corona. The Enlarged Board’s order does not explicitly
prohibit this, yet the reasons of the decisions are clear and general enough to allow
for the conclusion that they likewise apply to first instance proceedings. Besides, there
is no basis anywhere in Art. 116 or Art. 113 EPC that would support a distinction
between first instance and appeal proceedings, and the ECHR should apply to all EPO
proceedings as a matter of course. For each of these reasons, a “new normal”
including oral proceedings by video conference even against the will of one of the
parties does not appear to me as compatible with the reasoning of G 1/21.
And if oral proceedings by videoconference are so great and have convinced so many
reticent users in the recent past, as the EPO has claimed in one of its communications,
oral proceedings by videoconference may still have a great future, because parties will
actively ask for them. This might be the best of all worlds.

_____________________________
To make sure you do not miss out on regular updates from the Kluwer Patent Blog,
please subscribe here.
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The 2021 Future Ready Lawyer survey showed that 81% of the law firms expect to
view technology as an important investment in their future ability to thrive. With
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Kluwer IP Law you can navigate the increasingly global practice of IP law with
specialized, local and cross-border information and tools from every preferred
location. Are you, as an IP professional, ready for the future?
Learn how Kluwer IP Law can support you.

This entry was posted on Monday, November 1st, 2021 at 7:11 pm and is filed under
EPC, EPC, EPO, EPO Decision, Patents
You can follow any responses to this entry through the Comments (RSS) feed. Both
comments and pings are currently closed.

Kluwer Patent Blog

-4/4-

27.01.2022

