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During appeal proceedings, the appellant argued lack of inventive step on the basis of public prior
use of a composition for making the claimed product. The prior use appeared to relate to an
ordinary commercial transaction. The patentee argued that the offer, sale and delivery of the
product were only for test purposes. The Board of Appeal held that the mere fact that a product has
been delivered possibly for carrying out tests in what appears to be the result of an ordinary
commercial transaction, does not constitute by itself a sufficient condition for concluding that the
product was necessarily delivered under an implicit confidentiality agreement. The Board of
Appeal aso concluded that for an inventive step analysis, the public prior use could serve as the
closest state of the art and that there is no reason for treating differently information rendered
available to the public by prior use and information made available by other means. The notional
skilled person referred to in Article 56 EPC is supposed to be aware of all features of the prior use.

The full summary of this case has been published on Kluwer IP Law.

To make sure you do not miss out on regular updates from the Kluwer Patent Blog, please
subscribe here.
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This entry was posted on Thursday, May 14th, 2009 at 2:24 am and is filed under Case Law,
electricity, electronics, and electromagnetism and includes control systems, medical electrical
engineering, electrical energy systems, high-performance electronics, robotics, electric motors, digital
and analogue circuits, circuit topologies, oscillators, amplifiers, filters, semiconductor components,
silicon-based components, semiconductor systems, sensors, transistors, passive components, MEMs,
smartcards, signal processing systems, digital signal processing, coding techniques, computer-related
inventions, computer technology, embedded software, telecommunications, GSM/UMTS/CDMA
systems and typologies, telecommunications coding techniques, positioning technologies,
TFT/LCD/Plasmal(O)LED displays, Plasma physics, Solar cells, Semiconductor physics, Deposition
techniques, etching techniques, thin film techniques, epitaxy techniques, Plasma processing, MRI,
Thermodynamics, Nuclear physics, Nuclear energy, Nuclear applications in medicine, Geophysics,
Aerodynamics, Sustainable energy technologies, Computational physics’>Electrical Engineering,
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